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!• Introduction 

This appeal is fto m the decision of the Primary ExamilEr ^ Septembcr ^ ^ 

(Paper No. 18), ftaally rejecting claims 1-21, which are reproduce as an Appendix ,o this 

brief. 

Two extra copies of this brief are being filed herewith. 

The Commissioner is hereby authorized to charge $310.00 (120) Government fee 
and any other appropriate fees under 37 C.F.R. §§1.16, 1.17, and 1.21 that may be 
required by this paper, and to credit any overpayment, to Deposit Account No. 02^800. 
This paper is submitted in triplicate. 

n - Real Party in T M r-~. f 

The present application is assigned to Rhodia Chimie, located at 25, Qua Paul 
Doumer, F-92408 Courbevoie Cedex, France. 

IIL Related Anneals and T^rfe-r^n 

The Appellants' legal representative, or assignee does not know of any other appeals 
or interferences that will affect or be directly affected by or have bearing on the Board's 
decision in the pending appeal. 

IV- Status of 

Claims 1-21 spending. AH of these claims are the subject of the present appeal. 
A clean copy of the appealed claims is set forth in the attached Appendix. 
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V. Status of Amendments 

An Amendment After Final Rejection was filed in the U.S. Patent and Trademark 
Office on December 18, 2001. The Advisory Action-tSf January 9, 2002, states that the 
amendments proposed in the December 18, 2001, Amendment After Final Rejection would 
be entered upon timely receipt of a Notice of Appeal and Appeal Brief with requisite fees. 
Accordingly, the version of claim 14, presented in the attached Appendix, incorporates the 
amendments presented in the December 18, 2001, Amendment After Final Rejection. 

In addition, a Supplemental Amendment After Final Rejection was filed on February 
19, 2002, to obviate the §1 12 rejection of claim 15. The Advisory Action of February 26, 
2002, states that the amendment to claim 15 has been entered and that the §112 rejection of 
claim 15 has been withdrawn. Accordingly, the version of claim 15, presented in the 
attached Appendix, incorporates the amendment presented in the Supplemental Amendment 
of February 19. 

VI. Summary of the Invention 

The present invention relates to the use of mixtures based on platinum and 
compounds based on transition metals other than platinum, as additives for enhancing the 
arc-tracking and arc-erosion resistance properties of silicone elastomers. In particular, the 
present invention is directed to using such mixtures as additives for enhancing arc-tracking 
and arc-erosion resistance properties of silicone elastomers. 
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The elastomers of the presently claimed invention exhibit enhanced arc-tracking and 
arc-erosion resistance properties, as well as good flame-resistance properties and good 
mechanical properties. Accordingly, elastomers of thf presently claimed invention can be 
used in any application in which polyorganosiloxane elastomers that are resistant to flame 
and/or that are capable of withstanding leakage currents and electric arcs may be desirable. 
For example, the elastomers of the presently claimed invention may be especially suitable 
for use in electric insulating materials, medium voltage and high-voltage insulators, cable 
termination accessories, cable joints, anode caps for television tubes and molded objects or 
extrudent articles for the aeronautics industry. See specification at page 23, lines 13-25. 

Although it is known to use mixtures of platinum and mixed iron oxide (of formula 
(FeO), (FeAy and platinum with at least one rare-earth metal oxide, such as, for 
example, a mixture of platinum with cerium (IV) oxide, to enhance flame-resistance 
properties of silicone elastomers, until now, no one has discovered the advantage of using 
the composition of the presently claimed invention. That is, until now no one has 
discovered the advantage of using a composition comprising a mixture of A (platinum and 
FeO and Fe 2 0 3 ), B (platinum and cerium (IV) oxide and/or hydroxide and/or platinum and 
cerium (IV) oxide and/or hydroxide and titanium oxide) or C (platinum and cerium (TV) 
oxide and/or hydroxide and titanium oxide and FeO and FeA) in specified ratios in a 
polyorganosiloxane composition comprising an alkenylsilyl group-carrying constituent and 
a hydrosilyo group-carrying constituent, either crosslinkable at room temperature or with 
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the heat of polyaddition reactions, to enhance arc-tracking and arc-erosion resistance 
properties. See, for example, independent claim 1. 

VH. The Issues 

Whether claims 1-21 , all of the claims on appeal, were improperly rejected under 
35 U.S.C. §103(a) as being obvious over Takita (U.S. Patent No. 5,543,450) and over 
Japanese Patent Publication 50-97644 (hereinafter after "JP ( 644") in view of Matsushita 
(U.S. Patent No. 4,110,300). 



VUI. Groupinpof riflir^ 

The claims on appeal do not stand or fall together. For convenience in handling of 
this appeal, the claims will be grouped and argued as follows: 
Group I: Claims 1-10, 12-15, 16, 18 and 20 
Group JJ: Claims 11, 17, 19 and 21. 

Thus, pursuant to 37 C.F.R. §1. 192(c)(7) in this appeal, the rejected claims of 
Group n do not stand or fall with the rejections of Group I. Reasons for the separate 
patentability of the claims of Group n are given below. 
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IX - The S103fa) Rejection Ovor Tntf tq 

A- Rejection of the Claims Tinder 35 u s r sim ^ over TnlHtn 
1. The Reference 

rotate relates to the use of polyorganosiloxane materials having a composition 
which is crosslinkable with organic peroxides at elevated temperatures. See, for example, 
Takita at column 4, line 60 and column 6, lines 28-33. Further, Takita discloses that when 
organopolysiloxanes of component (1) possess at least two alkenyl groups, organohydrogen 
polysiloxanes having at least two hydrogen atoms bound to silicon atoms may be used as a 
cross-linking agent. See Takita at column 5, lines 3-7. 
2 . The Examiner 's Rationale 

In the Official Action of September 25, 2001, the Examiner maintained the rejection 
of claims 1-21 under 35 U.S.C. §103(a) as being unpatentable over Takita. In that Official 
Action, the Examiner stated as follows: 

Applicants' have amended claim 1 such that component D 
requires a hydrosilyl group containing component. The 
obviousness of such a component has previously been 
addressed. For instance see paragraph 7 of the office action 
dated March 31, 2000, as it applied then to claims 4 to 7 and 
10. Applicant's response that Takita et al. fail to disclose the 
polyorganosiloxane composition D, but it acknowledges the 
teachings in Takita et al. that a hydrosilyl group containing 
component can be used as a crosslinking agent with an 
alkenylsilyl group component. Thus one having ordinary skill 
in the art would have found a silicone rubber composition 
containing the claimed components in (D) to have been 
obvious over the teachings of Takita et al. , particularly noting 
column 5, lines 3 to 10. 
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Further, paragraph 7 of the Official Action dated March 31, 2000, as referenced in 
the above paragraph of the September 25, 2001, Official Action, stated as follows: 

Sm^S? 4 "- ? 0n0texem P ,i fy imposition cured with 
an S!H containing siloxane, they are disclosed on the ton of 
column 5 Note that the viscosity ranges taught on me to of 
column 3 includes the viscosities of clLs 4to 7 ^asTuch 
renders obvious the compositions in these claims. WiA 
regards to claim 10, again note that while these specific 

oTv^s^rforT 1 ^ TakUa €tal > « ~ -d 
oDvious uses for the silicone composition and articles formed 

herefrom taught therein. The skilled artisan would Lve 

found such articles obvious over that which is known in the 

TJw the f C 2 n ^ on uses f °* silicone rubbers) and the 
teachmgs of Takita et al. 

B - Restate™^ of th* 

Tte issue .ha, the Board should address „ whether ^ rf ^ ^ ^ 

render the claimed invention,™ facie obvious „ „ „ f ordimiy 

x - The ArfTiim^nt 
A. lhe_Qa 



As explained to the Amendment filed on July 13, 2001, claim 1 of me present 
application defines a composition including a polyorganosnoxane composition D 
comprising an alkenylsily, grouping constituent and hydrosily, grouping 
substituent. He composition D being crosslink at room temperature or with heat from 
po.yaddition reactions in the presence of a platinum catalyst by reactions between 
alkenylsilyl and hydrosilyl group. See Amendment of July 13, 2001, a, pages 20-21. 
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1 . Group I (Claims 1-10, 12-15, 16, 18 and 20) 
In contrast to the presently claimed invention, Takita teaches using 
polyorganosiloxane materials having a composition wffich is crosslinkable with organic 
peroxides at elevated temperatures (See, for example, column 4, line 60 and column 6, 
lines 28-33). Further, Takita et al. discloses that when organopolysiloxanes of component 
(1) possesses at least two alkenyl groups, an organohydrogen polysiloxane having at least 
two hydrogen atoms bound to silicon atoms may be used a cross-linking agent. See Takita 
at column 5, lines 3-7. However, Takita et al. fails to disclose or suggest the 
polyorganosiloxane composition D as defined by claim 1. That is, Takita neither discloses 
nor suggests the composition of independent claim 1 : 

an effective amount of a mixture A, B or C formed from: 
in regard to mixture A, constituents Al + A3 where constituent Al is 
platinum in the form of a platinum complex or compound and constituent A3 
consists of a combination ofFeO and FezO* 

in regard to mixture B, mixture B consisting of at least one of: constituents 
Bl + B2 where constituent Bl has. the meaning of constituent Al and 
constituent B2 comprises cerium (TV) oxide and/or hydroxide; and 
constituents Bl + B3 where constituent Bl has the meaning of constituent 
Al and constituent B3 has the meaning of a combination of cerium (TV) oxide 
and/or hydroxide and titanium oxide TiO^ or 

in regard to mixture C, constituents CI + C2 where constituent CI has the 
meaning of constituent Al and constituent C2 consists of a combination of 
constituent B3 and constituent A3; 

in constituent A3, the ratio of the amount by weight ofFeO to that ofFefij 
lies within the range going from 0.1:1 to 9:1; 
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in constituent B3, the ratio of the amount by weight of cerium (TV) oxide 
and/or hydroxide to that ofTi0 2 lies within the range going from 0.6:1 to 
6:1; 

in constituent C2, the ratio of the amount by weight of constituent A3 to that 
of constituent B3 lies within the range going from 0.02:1 to 1:1; 
in a polyorganosiloxane composition D comprising an alkenylsityl group- 
carrying constituent and a hydrosifyl group-carrying constituent, either 
crosslinkable at room temperature or with the heat from potyaddition 
reactions in the presence of a platinum catalyst by reactions between the 
alkenylsityl and hydrosifyl groups; and 

the amounts of the various constituents Al, A3, Bl, B2, B3, CI and C2 lie 
within the ranges mentioned below; 
Thus, Takita et al. fails to render obvious the composition of the presently claimed 
invention as set forth, for example, in independent claims 1, 16, 18 and 20. 
2. Group II (Claims 11, 1 7, 19 and 21 ) 
Furthermore, with respect to dependent claims 11, 17, 19 and 21, directed to 
methods of enhancing the arc-tracking and arc-erosion resistance properties in an article, 
comprising incorporating an effective amount of the composition of the presently claimed 
invention into said article, nowhere does Takita disclose or even suggest such a method. 
That is, nowhere does Takita disclose or even suggest the possibility of using a composition 
required by the presently claimed invention for the purpose of enhancing arc-tracking and 
arc-erosion resistance properties of an article. That is, nowhere does Takita disclose or 
suggest enhancing the arc-tracking and arc-resistance properties of an article by 
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incorporating an effective amount of the claimed composition into said article as set forth, 
for example, in claim 11. 

For at least these reasons, the presently claimefi invention would not have been 
obvious over Takita. Accordingly, the rejection of the claims under 35 U.S.C. §103(a) 
over Takita should be withdrawn. 

B - Unexpected Results May Rebut A Prima v^ ir 
Showing of Oh yiousness 

Furthermore, as stated by the Federal Circuit, evidence rising out of the so-called 
secondary considerations must always, when present, be considered en route to a 
determination of obviousness. Indeed, evidence of secondary considerations can often be 
the most probative and cogent evidence in the record. It can often establish that an 
invention appearing to have been obvious in light of the prior art was not. Stratoflex. Inn 
v. AWQqwp Corp , 218 USPQ 871, 879 (Fed. Cir. 1983): Jav Terhnnln^ v 0 t(i n„ 
USPQ2d 1432, 1442 (D.D.C. 1990). 

In addition, Appellants submit that while the Examiner appears to believe that the 
advantages of the presently claimed are not sufficient to overcome the rejections of record, 
the Examiner does not appear to have provided reasons to support this position. Thus, 
Appellants submit that because the statements of advantages provided in the specification 
and in Applicants' Amendments have not been questioned by the Examiner, the statements 
must be accepted at face value, and the claims must be allowed. In re Soni . 746, 751, 34 
USPQ2d 1684, 1688 (Fed. Cir. 1995). 
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In the present case, there is certainly no appreciation in Takita of the unexpected 
and beneficial properties that are obtained by the composition and method of claims 1, 16, 
18 and 20 and 11, 17, 19 and 21, respectively. In fact, the present specification explains 
that although mixtures of platinum with mixed iron oxide and with at least one rare-earth 
metal oxide have been used to enhance flame-resistance properties of silicone elastomers, 
until now no one has used a composition or method similar to those of the presently 
claimed invention to enhance arc-tracking and arc-erosion resistance properties. See 
specification at page 2. More specifically, Tables/Land H show that elastomeric 
compositions of the presently claimed invention exhibit arc-induced weight losses that are 
surprisingly and unexpectedly superior to conventional elastomeric compositions (i.e. 
control compositions). For example, the results of Tables I and H show that compositions 
of the presently claimed invention exhibit an arc-induced weight loss in mg, that is 1.85-4.7 
times less than the arc-induced weight loss of the control compositions. 

C - Failure to Consider the In vention as a Wfr olf 

In addition, Appellants submit that because Takita fails to even consider the problem 
of poor arc-resistance and fails to propose any means for addressing this problem, the 
presently claimed invention would not have been obvious over Takita. 

That is, while the presently claimed composition and method can provide 
surprisingly and unexpectedly superior arc-resistance properties, Takita fails to disclose or 
even suggest that the disclosed composition should, or even could, be used to enhance arc- 
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resistance properties. Instead, the only properties Takita discloses enhancing are 
nonflammability and toxicity. See Takita at col. 1, lines 5-10. 

Thus, because Takita is entirely unrelated to tlft enhancement of arc-resistance 
properties, Appellants respectfully submit that the composition and method of the presently 
claimed invention would not have been obvious over Takita. 

E>. Summary 

In view of the above, Appellants respectfully submit that the composition and 
methods of the presently claimed invention are substantially different from the invention of 
Takita. In view of Takita's failure to disclose or suggest the claimed composition or 
method or the surprising and unexpected arc-resistance properties they provide, Takita fails 
to render obvious Appellants' invention. 

For at least these reasons, Takita fails to obviate patentability of the claimed 
invention. Accordingly, the rejection of claims 1-21 under 35 U.S.C. §103(a) over Takita 
should be withdrawn. 
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X*- The §10300 Rejection Over TP '644 in vw of Maisuthitn 

A - Reject^ of the Claims Under 35 TJ.S.C. 8103^ n v er , Tapa n P o t ^.ry^ 
Patent Publication No. 5Q-Q7644 thereinafter TP in y iew nf MntKu ^ 
(U.S. Paten t No. 4 1 1Q ,3Qn> * 

1. The References 
JP '644 relates to a self-extinguishing silicone rubber composition. In particular, JP 
'644 relates to a self-extinguishing silicone rubber composition that is stable with regard to 
heat and humidity. See the English-language translation of JP '644 at page 2, first full 
paragraph of "Detailed explanation of the invention. " The self-extinguishing silicone 
rubber composition of JP '644 comprises diorganopolysiloxane rubber, reinforcing filler 
silica, organic peroxide, platinum compound and iron oxide. See JP '644 at page 2, lines 1 
through 1 1 . The object of JP '644 is to provide a silicone rubber compound that eliminates 
the problems of the prior art, that is not easily affected by heat or moisture and that has 
excellent self-extinguishing properties. See JP '644 at page 3, lines 4-6. 

Matsushita relates to an improved self-extinguishing silicone rubber composition. 
See Matsushita at column 1, lines 1 to 2. In particular, the silicone rubber composition of 
Matsushita comprises organopolysiloxane, finely powdered silica, platinum, finely 
powdered y-type iron sesquioxide. See Matsushita at column 1, line 60 to column 2, line 
15. The object of Matsushita is to provide self-extinguishing silicone rubber compositions 
that are free from the deficiencies of the prior art and capable of producing molded articles 
having excellent mechanical strength and heat resisting properties. See Matsushita at 
column 1, lines 55 to 59. 
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2 . The Examiner 's Rationale 

In the Official Action of September 25, 2001, the Examiner maintained the rejection 

of claims 1 to 21 under 35 U.S.C. §103(a) as being unpatentable over JP '644 in view of 

Matsushita. In that Official Action, the Examiner stated as follows: 

This rejection relies on the relational detailed in paragraph 6 
of the previous office action. As noted, Matsushita indicate 
the alternative and equivalent use of silicone rubbers which 
cure via an SiH/platinum catalyst cure mechanism and a 
peroxide cure mechanism. One having ordinary skill in the 
art would have been motivated by the teachings of Matsushita 
to use silicone rubber forming components such as those 
found in claims 4 to 7 in the silicone rubber forming 
composition of '644 with a reasonable expectation of success. 

Further, in paragraph 6 of the previous Official Action, (i.e., the Official Action 
dated March 13, 2001), the Examiner stated as follows: 



Matsushita teaches a silicone rubber composition which is an 
improvement over '644. This reference teaches that either 
peroxide cured gums can be used, or lower viscosity siloxanes 
that crosslink through SiH components in the presence of a 
catalytically effective amount of a Pt catalyst. See for instance 
Example 1 and 2, which peroxide polymerize silicone 
"rubbers", similar to that used in '644, and Example 3, which 
uses a lower viscosity siloxane in an addition reaction. Note 
too column 2, which teaches the vinyl containing siloxane, 
and the bottom of column 4 through column 5, which teaches 
the alternative use of peroxide and SiH/platinum curing 
compositions. Both compositions are used to form silicone 
rubber end products, and thus Matsushita indicates that such 
compositions can be used alternatively and equivalently in the 
formation of self-extinguishing silicone rubbers. 
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B. Restatement oftheTssup 

The issue that the Board should address is whether the teachings of JP '644 in view 
of Matsushita would have failed to render the claimed-lnvention prima facie obvious to one 
of skill in the art. 

XII. The Argument 

A - There js NO Motivation to Combine .TP <fHU a n d Matsushita as Suggest in 
the Official Aytirm, 

In establishing a prima facie case of obviousness under 35 U.S.C. §103, it is 
incumbent upon the Examiner to provide reasons why one skilled of ordinary skill in the art 
would have been led to modify a prior art reference to combine reference teachings to 
arrive at the composition or method of the presently claimed invention. To this end, the 
requisite motivation must stem from some teaching, suggestion of inference in the prior art 
as a whole or from the knowledge generally available to one of ordinary skill in the art and 
not from Appellants* disclosure. Ex parte N^hit 25 USPQ 2d 1817, 1819 (BPAI 1992); 
In re Qetiker , 24 USPQ 2d 1443, 1446 (Fed. Cir. 1992). The mere fact that the prior art 
can be modified does not make such modification obvious unless the prior art suggests the 
desirability of the modification. In re Gordon 221 USPQ 1125, 1127 (Fed. Cir. 1984). 
There must be some intrinsic basis in the prior art or some extrinsic factor that would 
prompt one of ordinary skill in the art to combine the teachings of the references; 
otherwise, the Patent Office's burden of establishing a prima facie case of obviousness has 
not been established. Moreover, the determination of whether some reason, suggestion or 
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motivation existed for making the combination must be made from the viewpoint of the 
hypothetical person of ordinary skill in the field of the invention (emphasis added). In re 
QelikeL, 24 USPQ 2d 1443, 1446 (Fed. Cir. 1992); MreJMass, 28 USPQ 2d 1630, 1631 
(Fed. Cir. 1993). 

In the present case, no such factors or motivation for combining JP '644 and 
Matsushita exists. In fact, in this case, there is an explicit ie^ing^ay from combining 
JP '644 and Matsushita. That is, as explained at length in the Amendments filed on 
December 18, 2001, and July 13, 2001, Matsushita is directed to self-extinguishing silicone 
rubber compositions, but explicitly teaches away from the composition disclosed in JP 
•644. In particular, Matsushita specifically addresses the undesirability of the composition 
of JP '644 stating 

... and Japanese Laid-open Publication Number 50-97644 
discloses (FeO) x (FeA), where the ratio between small x and 
small y is in the range of 0.05 to 1.0)... The product obtained 
by adding a platinum compound and (FeOX(Fe20 3 ) y is 
disadvantageous in that if the amount of (FeO^Fe/Oj), is not 
large, the resulting self-extinguishing properties will be 
- unsatisfactory, whereas if the amount of (FeO) x (Fe20 3 ) y is 
increased, the mechanical properties of the resulting product 
silicone elastomer will be deteriorated. See Matsushita at 
column 1 , lines 27 to 30 and 46 to 42. 

Thus, Matsushita expressly teaches that substitution of the particular iron oxide of 

JP '644 would produce a composition that would exhibit undesirable properties. More 

specifically, Matsushita clearly and explicitly discloses that to avoid obtaining such a 

composition, the disclosed composition must include a gamma-type iron oxide instead of 

the (FeOXCFeA), (iron oxide of JP '644). See Matsushita at column 3, lines 16 to 40. 

-15- 



Application No. 09/331 ,QSQ 
Attorney's Docket No. 022701 -83 1 

Thus, in view of the explicit teachings of Matsushita, Appellants submit that no 
person of ordinary skill in the art would have been motivated to combine JP '644 with 
Matsushita to obtain the composition of claims 1, 16,^8 or 21. Furthermore, in addition 
to failing to disclose or suggest the compositions of claims 1, 16, 18 or 21, Appellants 
submit that neither JP '644 nor Matsushita disclose or suggest any method whatsoever for 
enhancing arc-resistance properties, let alone the methods of claims 11, 17, 19 or 21. 

In view of the above, Appellants contend that there would be no basis absent the 
impermissible use of hindsight based on Appellants' disclosure, for combining the 
references as suggested in the Official Action. 

That is, the Official Action has not shown any motivation why one of ordinary skill 
in the art would have looked to the varying teachings of the references, and combined those 
teachings to obtain the presently claimed invention in spite of the specific teachings of 
Matsushita to avoid such a combination. Clearly, the motivation for doing so can only 
come from the teachings of the present specification, which teaches the desirability of the 
claimed composition and method to enhance arc-resistance properties. However, the 
teaching, suggestion or motivation for combining the cited references "cannot come from 
the applicant's invention itself." In rt Qetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. 
Cir. 1992). That is, the motivation for combining the references cannot be a product of 
hindsight reconstruction of the claimed invention based on Appellants' own disclosure. 

Such a hindsight reconstruction has clearly been made in the Official Action. The 
Official Action asserts that the claimed invention would have been obvious based on a 
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hindsight selection of claimed elements, as evidenced by the contrary teachings of the cited 
references, which would only suggest to one skilled in the art that the teachings should not 
be combined and then modified to obtain the claimed Invention. Such a combination is 
improper because the references, viewed by themselves and not in retrospect, must suggest 
the combination asserted by the Office Action. In rt Shaffer, 229 F.2d 476, 108 USPQ 326 
(C.C.P.A. 1956); Inre&QU, 523 F.2d 1392, 187 USPQ 481 (C.C.P.A. 1975). Here the 
references do not provide any motivation for combining the different elements of the 
references to obtain the presently claimed compositions and methods. Instead, as 
previously explained, Matsushita explicitly leaeh^g^ combining the references. The 
only motivation for ignoring this explicit teaching derives from the disclosure of the present 
application, which is clearly improper. 

B - The Claimed Invention As A Whole Wn,^ N ot Have n^,, Tn 
One Of Ordinary ,Sffl! Tn The Art At The Time The Wa « 

For example, in view of the above remarks, Appellants respectfully submit that if 
one of ordinary skill in the art were to objectively apply the teachings of Matsushita to the 
teachings of JP '644, one would clearly come away with the understanding that the gamma- 
type iron oxide additive of Matsushita masLte substituted for the (FeO) Jt (Fe 2 0 3 ) y (iron 
oxide) additive disclosed in JP '644. However, substitution of the gamma-type iron oxide 
additive of Matsushita would not have resulted in the presently claimed invention as 
defined, for example, in independent claim 1 . In fact, as the Examiner already 
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acknowledged, the iron-type oxide additive of Matsushita does not satisfy the recited iron 
oxide additive of claim 1. See the March 31, 2000, Official Action at page 5, lines 3-7. 

Thus, as the Examiner has admitted, even if tH6 references were combined in the 
manner suggested in the Official Action, neither the composition of claims 1, 16, 18 and 20 
nor the methods of claims 11, 17, 19 and 21 would be achieved. Even if the documents 
were properly combinable in the manner suggested by the Examiner, one of ordinary skill 
in the art would still not arrive at the presently claimed invention. 

c - Unexpected Results May Rebut A Prima F^ ip 
Showing of Obviousness 

Furthermore, as explained above, evidence rising out of the so-called secondary 
considerations must always, when present, be considered en route to a determination of 
obviousness. 

In addition, Appellants submit that while the Examiner appears to find the 
advantages of the presently claimed invention insufficient to overcome the outstanding 
rejections, the Examiner has provided no basis to support this position. Accordingly, 
Appellants submit that because the Examiner has failed to question the statements of 
advantages explicitly and implicitly provided in Appellants' specification and Amendments, 
these statements must be accepted at face value and the claims must be allowed. In re Soni 
at 751. 

In the present case, there is certainly no appreciation in either JP '644 or Matsushita 
of the unexpected and beneficial properties obtained by the presently claimed composition 
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and method. For example, Tables I and n of the specification show that elastomeric 
compositions of the presently claimed invention surprisingly and unexpectedly exhibit arc- 
induced weight losses that are 1.8*4.7 times less tharf arc-induced weight losses exhibited 
by conventional (control) compositions. See Tables I and n at pages 27 and 34 of the 
specification. 



D - Failure to Consider th* T^ ^ tion as a whni. 

In addition, Appellants submit that because JP '644 and Matsushita fail to even 
consider the problem of poor arc-resistance and fail to propose any means for addressing 
this problem, the presently claimed invention would not have been obvious over JP'644 in 
view of Matsushita. 

That is, nowhere do JP -644 or Matsushita disclose or suggest that a composition or 
method, similar to those of the presently claimed invention, should, or even could, be used 
to enhance arc-resistance properties. Instead, JP '644 and Matsushita only disclose 
enhancing self-extinguishing properties to prevent risk of fire. 

Because JP '644 and Matsushita are entirely unrelated to the enhancement of arc- 
resistance properties, Appellants respectfully submit that the composition and method of the 
presently claimed invention would not have been obvious over JP '644, either alone or in 
combination with Matsushita. 
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E. Summary 

In view of the above, Appellants respectfully submit that the compositions of claims 
1. 16, 18 and 20 and the methods of using those compositions to enhance arc-resistance 
properties as set forth in claims 11, 17, 19 and 21 are significantly different from that of JP 
•644 in view of Matsushita. That is, in view of the explicit teaching of Matsushita that the 
disclosed composition must include a y-type iron oxide instead of a (FeOX(Fe 2 0 3 ) y , 
Applicants respectfully submit that no person of ordinary skill in the art would have been 
motivated to combine the teachings of Matsushita and JP '644 to arrive at the presently 
claimed invention. In addition, absent any appreciation in JP '644 or Matsushita of the 
surprising and unexpected arc-resistance properties obtained by the presently claimed 
invention, Appellants submit that the claimed invention would not have been obvious over 
the above references. 

The combination of references, therefore, fails to obviate the patentability of the 
claimed invention. Accordingly, the rejection of the claims under 35 U.S.C. §103(a) over 
JP *644 in view of Matsushita should be withdrawn. 
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Xm. Conclusion 

In view of the foregoing, Appellants respectn.il, submit ma, the claimed invention 
would no. have been obvious a, the time me invention^ made .o a person having 
ordinal skill in the art. Accordingly, reversal ofthe Examiner's rejections are earnestly 
solicited. 

Respectfully submitted, 

Burns, Doane, Swecker & Mathis, l.l.p. 




~(^ r: Scott W. Cummings ~v~ 
Registration No. 41,567 



P.O. Box 1404 

Alexandria, Virginia 22313-1404 
Date: March 18, 2002 
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APPEivnnf 

1 • A composition for enhancing the arc-tracking and arc-erosion resistance 
properties of an article comprising: 

an effective amount of a mixture A, B or C formed from: 

in regard to mixture A, constituents A1+ A3 where constituent Al is platinum in 
the form of a platinum complex or compound Sid constituent A3 consists of a 
combination of FeO and Fe^; 

in regard to mixture B, mixture B consisting of at least one of: constituents Bl + 
B2 where constituent Bl has the meaning of constituent Al and constituent B2 
comprises cerium (TV) oxide and/or hydroxide; and 

constituents Bl + B3 where constituent Bl has the meaning of constituent Al and 
constituent B3 has the meaning of a combination of cerium (IV) oxide and/or 
hydroxide and titanium oxide TiQzj or 

in regard to mixture C, constituents CI + C2 where constituent CI has the meaning 
of constituent Al and constituent C2 consists of a combination of constituent B3 and 
constituent A3; 

in constituent A3, the ratio of the amount by weight of FeO to that of Fe^ lies 
within the range going from 0. 1 : 1 to 9: 1 ; 

in constituent B3, the ratio of the amount by weight of cerium (IV) oxide and/or 

hydroxide to that of Tip, lies within the range going from 0.6:1 to 6:1; 

in constituent C2, the ratio of the amount by weight of constituent A3 to that of 

constituent B3 lies within the range going from 0.02: 1 to 1 : 1 ; 

in a polyorganosiloxane composition D comprising an alkenylsilyl group-carrying 

constituent and a hydrosilyl group-carrying constituent, either crosslinkable at room 

temperature or with the heat from polyaddition reactions in the presence of a 

platinum catalyst by reactions between the alkenylsilyl and hydrosilyl groups; and 

the amounts of the various constituents Al, A3, Bl, B2, B3, CI and C2 lie within 

the ranges mentioned below; 

the amount of platinum, expressed in parts by weight of elemental platinum, lies 
within the range going from 1 to 250 ppm with respect to the total weight of the 
polyorganosiloxane constituent(s) of the curable compositions D; and 
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the amounts of constituents A3, B2, B3 and C2 of mixtures A, B and C, expressed 
in parts by weight of the constituent, lie within the range going from 0.5 to 30 parts 
by weight per 100 parts of the polyorganosiloxane constituents) of the curable 

compositions D. 



2. The method according to claim 11, wherein the curable polyorganosiloxane 
compositions D, presented as one or more packages, contain a main constituent formed 
from one or more polyorganosiloxane constituents, and a suitable catalyst. 

3. The method according to claim 2, wherein the polyorganosiloxane consist of 
siloxyl units of general formula: 



and/or siloxyl units of formula: 



(D 



Z R SiO 4 X y ^ 

* y 2 (TO 

in which formulae the various symbols have the following meaning: 

- the symbols R, which are identical or different, each represent a non-hydrolysable 
hydrocarbon-type group defined as: 

* alkyl and haloalkyl radicals having from 1 to 5 carbon atoms and containing 
from 1 to 6 chlorine and/or fluorine atoms; 

* cycloalkyl and halocycloalkyl radicals having from 3 to 8 carbon atoms and 
containing from 1 to 4 chlorine and/or fluorine atoms; 

* aryl, alkylaryl and haloaryl radicals having from 6 to 8 carbon atoms and 
containing from 1 to 4 chlorine and/or fluorine atoms; or 

* cyanoalkyl radicals having from 3 to 4 carbon atoms; 

- the symbols Z each represent a hydrogen atom or a Q- C 6 alkenyl group; 

- n = an integer equal to 0, 1, 2 or 3; 
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- x = an integer equal to 0, 1, 2 or 3; 

- y = an integer equal to 0, 1 or 2; 

- the sum x + y lies within the range going from 1 to 3. 

4. The method according to claim 2, wherein the polyorganosiloxane 
compositions D are those one-component or two-comppnent compositions crosslinkable at 
room temperature or with heat from polyaddition reactions, called RTV compositions, 
which comprise: 

(a) 100 parts by weight of at least one polydiorganosiloxane comprising linear 
homopolymers or copolymers having at least 2 vinyl groups per molecule, these 
vinyl groups being linked to different silicon atoms and located in the chain 
and/or at the chain ends, the other organic radicals of which, linked to the 
silicon atoms, are chosen from methyl, ethyl and phenyl radicals, at least 60 
mol% of these other radicals being methyl radicals, and having a viscosity 
ranging from 400 to 100,000 mPa.s at 25 °G; 

(b) at least one polyorganohydrosiloxane chosen from linear or cyclic 
homopolymers and copolymers having at least 2 hydrogen atoms per molecule, 
these hydrogen atoms being linked to different silicon atoms and the organic 
radicals of which, linked to the silicon atoms, are chosen from methyl, ethyl and 
phenyl radicals, at least 60 mol% of these radicals being methyl radicals, and 
having a viscosity ranging from 5 to 1000 mPa.s at 25°C, reactant (b) being 
used in an amount such that the molar ratio of the hydride functional groups of 
(b) to the vinyl groups of (a) is between 1.1 and 4; 

(c) a catalytically effective amount of a platinum catalyst; 

(d) 0 to 120 part(s) by weight of siliceous filler(s) per 100 parts by weight of the 
combination of polyorganosiloxanes (a) + (b). 

5. The method according to claim 4, wherein up to 100% by weight of reactant 
(a) is replaced with a polyorganosiloxane resin containing from 0.1 to 20% by weight of 
one or more vinyl groups in its structure, said structure having at least two different units 
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chosen from M (triorganosiloxyl), D (diorganosiloxyl), T (monoorganosiloxyl) and Q 
(SiOtn) units, at least one of these units being a T or Q unit. 



6. The method according to claim 2, wherein the polyorganosiloxane 
compositions D comprise one-component or two-component compositions crosslinkable 
with heat from polyaddition reactions, and comprising at least one vinyl-containing 
polydiorganosiloxane reactant (a), the viscosity of the vinyl-containing 
polydiorganosiloxane reactant (a) lies within the range going from a value greater than 
100,000 mPa.s to 500,000 mPa.s. 

7. The method according to claim 2, wherein the polyorganosiloxane 
compositions D are those one-component or two-component compositions crosslinkable 
with heat from polyaddition reactions, called polyaddition EVC compositions, which 

comprise: 

(a 1 ) 100 parts by weight of polydiorganosiloxane gum which is a linear homopolymer or 
copolymer having at least 2 vinyl groups per molecule, these vinyl groups being 
linked to different silicon atoms and located in the chain and/or at the chain ends, 
the other organic radicals of which, linked to the silicon atoms, are chosen from ' 
methyl, ethyl and phenyl radicals, at least 60 mol% of these other radicals being 
methyl radicals, and the said gum having a viscosity of greater than 500,000 mPa.s 
at25°C; 

(b') at least one polyorganohydrosiloxane chosen from linear, cyclic or network 

homopolymers and copolymers having at least 3 hydrogen atoms per molecule, 
these hydrogen atoms being linked to different silicon atoms, and the organic 
radicals of which, linked to the silicon atoms, are chosen from methyl, ethyl and 
phenyl radicals, at least 60 mol% of these radicals being methyl radicals, and having 
a viscosity ranging from 5 to 1000 mPa.s at 25°C, reactant <b') being used in an 
amount such that the molar ratio of the hydride functional groups of (b 1 ) to the vinyl 
groups of (a') is between 0.4 and 10; 
(C) a catalytically effective amount of a platinum catalyst; 
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GT) 0.5 to 120 parts by weight of siliceous filler(s) per i0 0 parts by weight of the 
combination of polyorganosiloxanes (a') + (b'). 

8. The method according to claim 2 wherein the polyorganosiloxane compositions 
D are those one-component compositions, called EVC compositions, comprising: 



(a n ) 



100 parts by weight of a polydiorganosiloxane gum which is a linear homopolymer 
or copolymer having at least 2 vinyl groups per molecule, these vinyl groups being 
linked to different silicon atoms and located in the chain and/or at the chain ends, 
the other organic radicals of which, linked to the silicon atoms, are chosen from ' 
methyl, ethyl and phenyl radicals, at least 60 mol% of these other radicals being 
methyl radicals, and the said gum having a viscosity of at least 1 ,000,000 mPa.s at 



25 °C; 



Cb") 0. 1 to 7 parts by weight of an organic peroxide; <c») 0.5 to 120 parts by weight of 
siliceous filler(s) per 100 parts by weight of gum (a"). 



9. Articles made of silicone elastomer having good arc-tracking and arc-erosion 
resistance properties, and good flame-resistance properties and good mechanical properties, 
which are obtained by crosslinking: 

• polyorganosiloxane compositions D as defined in claim 1 . 

10. Articles according to claim 9, which comprise electrical insulation materials, 
medium-voltage and high-voltage insulators, cable termination accessories, cable joints, 
anode caps for television tubes and moulded objects or extruded articles for the aeronautics 
industry. 

11. A method for enhancing the arc-tracking and arc-erosion resistance 
properties of an article, comprising incorporating an effective amount of the composition of 
claim 1 into said article. 
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12. The composition of claim 1, wherein the platinum of constituent Al Bl orCl 
compnses catalytic platinum contained in the polyorganosiloxane composition. ' 

13. The method of claim 5, wherein the vinyl groups are carried by the M D 
and/or T units. 9 * 

<* 

14. The method of claim 2, wherein the polyorganosiloxane composition D 
mrther comprises one or more compounds compnsmg: reinforcmg, senn-reinforcing or 
bullong fillers; fillers serving to modify the rheology of the curable compositions- 
crosslmking agents; adhesion promoters; plasticizers; catalysts; inhibitors; or colorants. 

15. The composition of claim 1, wherein the polyorganosiloxane composition D 
» m the form of a silicone elastomer comprising crosslinked alkenylsilyl group-carrying 
and hydroalkenyl group-carrying constituents. 

16. A composition for enhancing the arc-tracking and arc-erosion resistance 
properties of an article comprising: 

an effective amount of a mixture A, B or C formed from: 

in regard to mixture A, constituents Al + A3 where constituent Al is platinum in 
the form of a platinum complex or compound and constituent A3 consists of a 
combination of FeO and Fe^; 

in regard to mixture B, mixture B consisting of at least one of: constituents Bl + 
B2 where constituent Bl has the meaning of constituent Al and constituent B2 
compnses cerium (IV) oxide and/or hydroxide; and 

constituents Bl + B3 where constituent Bl has the meaning of constituent Al and 
constituent B3 has the meaning of a combination of cerium (TV) oxide and/or 
hydroxide and titanium oxide Ti0 2 ; or 

in regard „ c , C00stinieMS c , + Q ^ ^ ^ ^ 

of conaituen. Al and consdmem C2 consists „f . combination of constituent B3 arrf 
constituent A3; 
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in constituent A3, the ratio of the amount by weight of FeO to that of Fe^ lies 
within the range going from 0.1:1 to 9:1; 

in constituent B3, the ratio of the amount by weight of cerium (IV) oxide and/or 

hydroxide to that of TiOj lies within the range going from 0.6:1 to 6:1; 

in constituent C2, the ratio of the amount by weight of constituent A3 to that of 

constituent B3 lies within the range going from,0.02:l to 1:1; 

in a polyorganosiloxane composition D comprising a one-component or two 

component composition crosslinkable at room temperature or with heat from 

polyaddition reactions, the composition (D) comprises: 

(a) 100 parts by weight of at least one polydiorganosiloxane comprising 
linear homopolymers or copolymers having at least 2 vinyl groups per 
molecule, these vinyl groups being linked to different silicon atoms and 
located in the chain and/or at the chain ends, the other organic radicals 
of which, linked to the silicon atoms, are chosen from methyl, ethyl and 
phenyl radicals, at least 60 mol% of these other radicals being methyl 
radicals, and having a viscosity ranging from 400 to 100,000 mPa.s at 
25°C; 

(b) at least one polyorganohydrosiloxane chosen from linear or cyclic 
homopolymers and copolymers having at least 2 hydrogen atoms per 
molecule, these hydrogen atoms being linked to different silicon atoms 
and the organic radicals of which, linked to the silicon atoms, are chosen 
from methyl, ethyl and phenyl radicals, at least 60 mol% of these 
radicals being methyl radicals, and having a viscosity ranging from 5 to 
1000 mPa.s at 25 °C, reactant (b) being used in an amount such that the 
molar ratio of the hydride functional groups of (b) to the vinyl groups of 
(a) is between 1.1 and 4; 

(c) a catalytically effective amount of a platinum catalyst; 

(d) 0 to 120 part(s) by weight of siliceous filler(s) per 100 parts by 
weight of the combination of polyorganosiloxanes (a) + (b); and 

the amounts of the various constituents Al, A3, Bl, B2, B3, CI and C2 lie within 
the ranges mentioned below; 
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the amount of platinum, expressed in parts by weight of elemental platinum, lies 
within the range going from 1 to 250 ppm with respect to the total weight of the 
polyorganosiloxane constituents) of the curable compositions D; and 
the amounts of constituents A3, B2, B3 and C2 of mixtures A, B and C, expressed 
in parts by weight of the constituent, lie within the range going from 0.5 to 30 parts 
by weight per 100 parts of the polyorganosiloxane constituent(s) of the curable 
compositions D. 

17. A method of enhancing the arc-tracking and arc-erosion resistance properties 
of an article, comprising incorporating an effective amount of the composition of claim 16 
into said article. 

18. A composition for enhancing the arc-tracking and arc-erosion resistance 
properties of an article comprising: 

an effective amount of a mixture A, B or C formed from: 

in regard to mixture A, constituents Al + A3 where constituent Al is platinum in 
the form of a platinum complex or compound and constituent A3 consists of a 
combination of FeO and Fe^; 

in regard to mixture B, mixture B consisting of at least one of: constituents Bl + 
B2 where constituent Bl has the meaning of constituent Al and constituent B2 
comprises cerium (IV) oxide and/or hydroxide; and 

constituents Bl + B3 where constituent Bl has the meaning of constituent Al and 
constituent B3 has the meaning of a combination of cerium (TV) oxide and/or 
hydroxide and titanium oxide TiC^; or 

in regard to mixture C, constituents CI + C2 where constituent CI has the meaning 
of constituent Al and constituent C2 consists of a combination of constituent B3 and 
constituent A3; 

in constituent A3, the ratio of the amount by weight of FeO to that of Fe^ lies 
within the range going from 0. 1 : 1 to 9: 1 ; 

in constituent B3, the ratio of the amount by weight of cerium (TV) oxide and/or 
hydroxide to that of TiQz lies within the range going from 0.6:1 to 6:1; 
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to constituent C2, the ratioofthe amount by weigh, of constituent ^ t0 ^ of 
cowmen, B3 l ies w„hin ^ ^ gomg ^ „ ^ ^ t ^ 

m * polyorganosiloxane composition D comprising a one-component or ,„„ 
component composition enable with hea, from position reactions the 
composition (D) comprises: 

(a) 100 pans by weigh, of a, .east one poltfiorganosiloxane comprising 
taear homopolymers or copolymers having a, leas. 2 vinyl groups per 
molecnle, these viny. groups being linked ,„ si)icon mms ^ 

located in the chain and/or a, the chain ends, the other organic radical 
of which, .inked to the silicon atoms, are chosen from methy,, etityl and 
Phenyl radicals, a. leas. 60 mol% of these other radicals being methy, 
radicals, and having a viscosity ranging from 100,000 to 500,000 mPa s 
at25°C; 

(b) at least one polyorganohydxosiloxane chosen from linear or cyclic 
homopolymers and copolymers having a, leas, 2 hydrogen atoms per 
molecute, these hydrogen atoms being linked to different silicon atoms 
and me organic radicals of which, linked to the silicon atoms, are chosen 
from methyl, ethyl and phenyl radicals, at least 60 molS of these 
radicals being methy, radicals, and having a viscosity ranging from 5 to 
1000 mPa.s a. 25=C, reactan, (b) being used in an amount such mat the 
molar ratio of the hydride functional groups of (b, to the vinyl groups of 
(a) is between 1.1 and 4; 

(c) a catalytically effective amount of a platinum catalyst; 

(d) 0 to 120 part(s) by weight of siliceous filler( S ) per 100 parts by 
weight of the combination of polyorganosiloxanes (a) + (b)- and 

*e amounts of the various constituents Al, A3, Bl, B2, B3, ci and C2 lie within 
the ranges mentioned below; 

tite amount of phtiffimii expressed m pm$ fcy ^ ^ 

wtflun the range going from 1 to 250 PP m with respect to the total weigh, of the 
polyorganosiloxane constitttent(s) of me curable compositions D and 
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the amounts of constituents A3, B2, B3 and C2 of mixtures A, B and C, expressed 
in parts by weight of the constituent, lie within the range going from 0.5 to 30 parts 
by weight per 100 parts of the polyorganosiloxane constituent(s) of the curable 
compositions D. 

19. A method of enhancing the arc-trackin»and arc-erosion resistance properties 
of an article, comprising incorporating an effective amount of the composition of claim 18 
into said article. 



20. A composition for enhancing the arc-tracking and arc-erosion resistance 
properties of an article comprising: 

an effective amount of a mixture A, B or C formed from: 

in regard to mixture A, constituents Al + A3 where constituent Al is platinum in 
the form of a platinum complex or compound and constituent A3 consists of a 
combination of FeO and Fe^; 

in regard to mixture B, mixture B consisting of at least one of: constituents Bl + 
B2 where constituent Bl has the meaning of constituent Al and constituent B2 
comprises cerium (TV) oxide and/or hydroxide; and 

constituents Bl + B3 where constituent Bl has the meaning of constituent Al and 
constituent B3 has the meaning of a combination of cerium (IV) oxide and/or 
hydroxide and titanium oxide TiOj; or 

in regard to mixture C, constituents CI + C2 where constituent CI has the meaning 
of constituent Al and constituent C2 consists of a combination of constituent B3 and 
constituent A3; 

in constituent A3, the ratio of the amount by weight of FeO to that of Fe^ lies 
within the range going from 0. 1 : 1 to 9: 1 ; 

in constituent B3, the ratio of the amount by weight of cerium (IV) oxide and/or 
hydroxide to that of TiOj lies within the range going from 0.6:1 to 6:1 ; 
in constituent C2, the ratio of the amount by weight of constituent A3 to that of 
constituent B3 lies within the range going from 0.02:1 to 1:1; 
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in a polyorganosiloxane composition D comprising a one-component or two 
component composition crosslinkable with heat from polyaddition reactions, the 
composition (D) comprises: 

(a 1 ) 100 parts by weight of polydiorganosiloxane gum which is a linear 
homopolymer or copolymer having at least 2 vinyl groups per molecule 
these vinyl groups being linlced to differenfcsilicon atoms and located in the 
chain and/or at the chain ends, the other organic radicals of which, linked to 
the silicon atoms, are chosen from methyl, ethyl and phenyl radicals at 
least 60 mol% of these other radicals being methyl radicals, and the said 
gum having a viscosity of greater than 500,000 mPa.s at 25°C; 
<b') at least one polyorganohydrosiloxane chosen from linear, cyclic or 
network homopolymers and copolymers having at least 3 hydrogen atoms 
per molecule, these hydrogen atoms being linked to different silicon atoms 
and the organic radicals of which, linked to the silicon atoms, are chosen 
from methyl, ethyl and phenyl radicals, at least 60 mol% of these radicals 
being methyl radicals, and having a viscosity ranging from 5 to 1000 mPa.s 
at 25°C, reactant (b 1 ) being used in an amount such that the molar ratio of 
the hydride functional groups of (b') to the vinyl groups of (a") is between 
0.4 and 10; 

(C) a catalytically effective amount of a platinum catalyst; 

(d') 0.5 to 120 parts by weight of siliceous filler(s) per 100 parts by weight 

of the combination of polyorganosiloxanes (a') + (b 1 ); and 

the amounts of the various constituents Al, A3, Bl. B2, B3, CI and C2 lie within 

the ranges mentioned below; 

the amount of platinum, expressed in parts by weight of elemental platinum, lies 
within the range going from 1 to 250 ppm with respect to the total weight of the 
polyorganosiloxane constituents) of the curable compositions D; and 
the amounts of constituents A3, B2, B3 and C2 of mixtures A, B and C, expressed 
in parts by weight of the constituent, lie within the range going from 0.5 to 30 parts 
by weight per 100 parts of the polyorganosiloxane constituents) of the curable 
compositions D. 
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